REMARKS 

::n the subject application. Applicant 
rlaims 1-11, and added new claim 16. 
are p^resented fcr examination. 

Support for the amendm.ents to claims 12-15 and for new claim 16 
may he fcund, inter al ia, m the specification at page 5, line 25 
thr'iu-gh pjage 8, line 5; page 8, line 2 7 through page 10, line 9; 
and pag6:^ 11, lines 13-23. 

Ap{i>i leant maintamiS tliat no new m^atter 
amendment. Ac-cordmgly , Applicant resp 
this Amendmient be entered. 

Rejec-bion under 35 U.S.C. §112, second paragraph 

In Section 1 c-f the May 29, 2003 Office Action, claims 1-10 were 
rei-~cte:; u:\der 15 §112, second r^^i r a or ap t , as allegedly 

indefinite for failing tO) particularly point out and distinctly 
claim the suhgect matter wliich the applicant regards as the 
inve nt ic-n . 

The Examiner stated that independent claims 1 and 6 recite a 
sp "'nge ■rake p^remix comprising as a mam ingred_Lent a cereal 
powder, a batter prepared by adding a thermc coagulation pirotem 
to the p^remix and thean coc'kmg the batter to m.ake a sponge cake 
wherein the cereal po\Mder comprises starch and pmegelat mi zed 
starch. The Examiner alsc- stated that Applicant has drafted an 
aggregate claim., and sh:iild have an independent claim, drawn to a 
dry mix, a separate dependent claimL to the hatter and a separate 
den en lent claim: to the m.ethod c.-f preparing a sponge cake using 
m.icriwave energy and tne batter. The Examiner further stated 
that Appil leant is encouraged to make the amendment as suggested 
m C'rder tc* advance prosecution and that the Examiner will net 
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Claims 1-15 were pending 
has neremabove amended 
Acccu'dingly , claims 1-16 



is presented by this 
■ect fully reauests that 
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restrict h'etv;een the methi'd tf making the sponge cake, making the 
t-atter and the c i^mpC'S 1 1 1 i^n c f the dry sponge cake premix. The 
Examiner 5-tated that in miaking the amendments as suggested by the 
Examiner, Appli::ant is advised to make sure that o^laims 11-13 are 
nc' t dup' 1 i o a t i \^e . 

The Examiner stated that olaim^s 2-9 are rejected as being 
dependent upc^n a rejected base claim. 

I r. rescon;:;e, v;ithcut. concedirig tne correctness oi tht: Examiner' 
t ■ I ' 3 i t i ^ I n but s o 1 e 1 1'' t c advance the p r o s e c u 1 1 c? n c^f the s u b' j e c t 
a r-'ps 1 i a t i 'cn , AppTicant lias hereinabove amiOnded claim.s 1-10'. 
Applicant maintains that the claim amendm.ents do not narrow the 
sco>pe of the claimed invention, but rather pilace the claims ir. 
better form for examination. 

Applicant resp-ect f ul ly submits that amended claim^s 1-10 clearl'_^' 
recite the subject matter Applicant presently claims as the 
invention. Accordingly, Applicant respectfully requests that the 
Examiner reconsider and withdraw the rejection of claims 1-10 
■jocer ]5 J.S.C. fill2, seccnd paragraph. 

Rejection Under 35 U.S.C. §102 (b) 

In Section 4 c-f the May 2 5, 200 3 Office Action, claims 1-4 were 
i:---je^t-ea under: 3 0 U.S.C. §132 (b) as purportedl]^^ anticipated by 
Japanese later.t Applicatic^n Publication No. lC-56946 (hereinafter 
"Yumik'C ^-4 6"^ . 

The Examiner stated that Yum.ik.o '94 6 teaches a bakery product and 
dry mix for m^akmg a bakery product such as a bread, cake, or 
biscuit using a cereal powder, which includes a mixture, 
cC'mprismg a waxy corn starch and a pregelat ini zed tapioca 
starch. The Examnner also stated that the waxy corn starch is m 
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the ar^cunt if 3:-bC% by \';eight and the pregel at mi zed stareh is 
m the aTiiiunt of 2 0 - 4 E % ry weight. The Exan:^.iner further stated 
that the p)r-eiT;ix can include other dry ingredients such as wheat 
flour, leaveners, oils and f^its, dry cheese, flavors, fats/ oils 
surh as snc^rx en mg , butter, vegetable oil and eoiu 1 s i f i ers . 

The Examiner stated that Vumiko '94 6 teaoo-s *v;at toe rreoix too 
be made mt : a bat:ter by adding either milk or- water to the dry 
mix, whicti is then mixed. Trie Examnne^: alsc' stated that one 
p rem IX as desci^ibed m Yumiko ':"lc ant i <:: ipca t es the p remix as 
:: 1 a imed . 



Applicant m.amtams that the claimed invent ic^n cannot t^e 
anticipated by Yumiko '14 6. hecause Yumiko '116 fails tc disclose 
each and every element of the claimed invention. 



This application relates to sponge cakes. For example, 
independeent ::laim 1, as amended, relates tc a o remix cc-mprismg a 
mam mgreaient of a ceireal pc^wder, to be cC'C'ked into a sponge 
cake, by mixing a t herm.occ^agulat ion pr^item to the premix, 
stirring the mixture and heating the mixture. The cereal powder 
comprises starcii and pregelat mi zed starcli. 

Independent claim 2, as amended, relates t"^ a methc^d :>f preparing 
a spciige cake b\' heating v;ith a microwave oven a batter stirring 
result:ant mixture obtained by mixing a thermc'coagul at i o-n protein, 
milk and/ or water to a p-remix comprising mam ingredients c^f 
starch and prege 1 at i ni zed starch. The spcnge cake is of a type 
that can be easily m.ad€3 at h:me with use if a microwave oven as 
described m the speci f i rat i cn . 

The claim.ed m'/ention of the present application avoids the 
drawbacks o-f C':invent lonal sp^onge cakes that are m.ade v/ith a 



Convent: ic^n techniques t\'^pically use fliur as the main 
ingredient of i-ereal p::wder. The CDnventicnal sponge cake has a 
viscC'el ast ici t>' similar to that of a rubt'er material and has a 
hard texture. The cc^nvent ic-nal spcnge cake, as time passes and 
the sp'C'nge cake cC'Cls down after it is made, starts to develop a 
dr>^ texture and Icses its m:)istui:e and the mel t - m-miuth texture 
wnich IS desired. The zrc^nverit lonal spc^nge cake is hard to expand 
ii-ghtly and softly when increasing its volume. Tlie above - 
iescrit'ed drawbacks of the i::C'nvent icnal sponge cake are due ti 
t he c i^o t e 1 n g 1 -a t e r. i n the f 1 C'U r used as a m.a in gradient of t he 
raw mat e r i a 1 . 

In the cC'm^ent lona 1 spcnge cake that uses flour, the denature of 
the prC'tein gluten cc^ntamed m the flour forms a meshwork 
structure in the sponge cake, and with this structure, gas 
generated from the baking powder is held in the meshwork, thereby 
suppC'rtmg the sp'Onge framev;C'rk of the cake. However, the 
cc'uvent 1 C'na 1 sponge cake that uses flour has an excessive 
vi scoelast ici ty due to the denature of the protein gluten 
rc-ntained m the spc-nge cake, and yields a hard texture similar 
tc> a rubt'Or material . Further , it is hard t c make the 

conventional sponge cake expand tc- a large volume while 
maintaining the light and soft properties, due to the protein 
denature of gluten. 

There are also some techniques for making a sponge cake that use 
flcur containing a smaller amount of gluten or a low-prc-tem 
fiC'Ur. However, in these techniques, the support structure of. 
the i:ake m which a meshwork structure is formed m the sponge 
cake and the gas generated from the baking powder is held b^^ the 
meshwork m order to support the framework C'f the sponge of the 
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cake, IS grearly degenerated. In this rase, the sp:>nge cake, 
nust after the baking, cannc-t maintain its volume, and shrinks. 



In contrast, the claimed invention does not use flcur as the mam 
gradient c-f cereal pcwder. Starch and pregela t mi zed starch 
which ccntam nc gluten protein are used as the mam ingredients. 

In additicn, a thermocoagulation prc'tem (such as albumin) is 
used as a suiistitute miaterial fc^r the flour, which is a 
conventicnal thermal coagulation material. The sponge cake whi ::h 
is p)i-ep)art-d oy applying the claimed invention maintains the 
meshwork structures of the cake by using a t hermocc-agulat i on 
prc'tem such as albumin. With the thermocc:agulat i:.:n p3:^ctein sucn 
as albumin , the meshwork structure c-f the spc-nge cake can be 
maintained . 



Yumi-:o '94^: di.rclc:'5es a tec:hniaue which is ;;iifferent: from the 
methodologies c^f the present application fc)r p^re^'aring a sponge 
:• a K e . 1 n e t e ? r. n i c:i a e d i s c 1 c s e d m Y t m i k c ' 9 c is f c: i" a bakery 
p-roduct . Yumi <o ' 94 6 is not directed t,:: sr^onge cakes but to 
C'ther bakery products such as French bread. 

Yumi/':-^ '9^^ oxriicitly states that the products do nr^'t require 
f ermentat iC'n with yeast. Further, in the examp")les of Yumiko 
'r*46, ye:. St t r ;:ar:mg pcwoer is not emplcyea a': all. Yumiko '94c 
makes no- mentic^n C'f a technique that uses baking powder, and 
naturally it does not discuss a technique of sc)lving the problems 
innate to- sponge cakes. 



Ymce im -t: ''^4 9 aces not disclose or suggest methods for 
p rep a ring sponge c a ke s , Y urr. i r: c '949 c a n n 1 1 r: t i c i c a t e the c 1 a i me a 
invent ic-n . 
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Regaramri claiT:s 3 and 4, Applicant respectfully pcmts cut that 
claims 3 and 4 depend cn and include all the limitations of claim 
1. Tnus , claim.s 3 and 4 are patentable at least for the reasons 
set fcrth sbove with respect tc claim 1. 



Airi-rimqly, Applicant respectfully requests that the Examiner 
reconsider and withdraw the renectic^n of claim-S 1-4 under 35 



Rejection Under 35 U.S.C. §103 (a) 

In SeitiC'n 7 of the May 29, 2 003 C>ffice Action, claim.s 5-15 v;ere 
r'e ] e -c t e d u nde :t: j 5 U.S. Z . ^ 1 " 3 i:o 35- ri ^ ^ - ri e d 1 y \.; n c - t e n t a r; 1 ^-z c v e i 
Yumiko '-'4*5 m view c>f U.S. Patent No. 5,015,486 tc Franssell et 
al . ■ ner^in- f tei ^^Franssell '^^e" ) 



The Examiner stated that YumikO' '14 6 teaones the invention 
substantially as claimed. The Examiner also stated that Yumiko 
'^46 t". e a ones ci r e m i x w n i c hi includes as a mail": 1 n g r e d lent i 
lereai pc>wder ci-mprising starch and prege 1 at ini zed starch. The 
Examiner further stated that the premix includes other 
ingredients which include piroteins, flour, fats/oils, flavors, 
leaveners, emulsifiers tc which milk or water is added to form a 
batter from the dry premix. The Examiner stated that the premnx 
as described in Yumiko '94c can be usee for making a number of 
h>akery tg^pe products, which include bread, muffins, and cakes. 

The Examiner acknowledged that Yumiko '94 6 aces net teach hov; the 
batter is baked, i.e. specifically using microwave energy as 
rlaimed or whether the pre-mix includes a dietary fiber. The 

p-remix or batter tO' be cC'Oked using microwave energy. The 

dietary fibers specifically. 
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The Examiner stated that Frar.ssell ^4 8 6 teaches prep^aring a dry 
mix for rr.akma muffins and other baker^^^ items using mLirrowavo 
energy. The Examiner also stated that the dry mix includes flour, 
pregelat mi zed starch, emulsified shortening, chemnc^ll leavening 
agents, cc lor / f 1 a\^cr ing materials and cc-mbi na t ions zf. p-s^^llium, 
and guar gumi. The Exam.iner further stated that the dry mix can 
1 n lude cp't ic-nal component s , which mc lude f 1 av-:>r/ col ormg 
agents, such as C':;'Coa , egg white scdids, salt, coloring agents, 
flavoring agents, nuts and fruit. 

The Examiner stated that other ingredients include cat t>ran and 
psyllium. The Examiner also stated that Fransseli ME 6 teach 
that the dry mix can be made into a batter by adding to the dr\^ 
mix water, liquid oil, ot other liquid ingredients. The Examiner 
further srate^i that after making the batter, the batter is 
der:>osited into miuffin paper cups and microwave heated for 1-1 
minutes . 

The Examiner alleged that it would ha\^e been ob\^ious to one 
having c^rdmiary skill m the art at the timie the mventicai was 
made to provide a dry mix which includes dietary fiber and can be 
made into a batter v;hich is microwaveable to provide bakery items 
such as b-reads, sponge cakes or muffins frc-m the combined 
teachings of Yumik-:> '94 6 and Erar. ssell M-o because the dr;^' 
premix which includes as a mam ingredient a ceireal powder which 
comprises a star::h and p'regel a t mi zed starch f c r making bakery- 
Items such as bread, cakes, muffins has been specifically taught 
by Yumiko ' :M c . 

The Exam.iner stated that Er-in". ssell '4 -6 teaches m.akmg a dry 
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r e 1 X , and then a hatzeT f r orr. the t r e m i x wh 2. c h includes f 1 ou r , 
pjre^elat inized starch, sugar, shortening c::;mponent, chemical 
leaveniri:^ ager.t , g-^ system and octicnal cccipcnents. The 
Examiner also stated that the premix does net include adding a 
diec-ar^^ iit'er, wnicn includes psyllium and or :at bran. The 
Examiner further stated that the premix/bat t er from the premix is 
designed fc:r mn. crowave cooking. 

I'he ExaiT.mer alleged that to use the specif ir cereal powder 
ingredients which in::lude a starch and pregela t mi zed starch as a 
f Ic'ur repl ace^m.ent as taugnt b\' Yumiko '946 m the premix ot 
r'r :: OS, S'= ^ ■ ' - - ^' wc'uld have been obvious because b = ch Yumikc) '^i-''" 
and rk' ar. 1. 1 ' 1 - ^: teach a dry bakery premi x which is made into a 
tcttter k-y the ^idditic^n c>f a ]. iquid to rirovide a batter which has 
a \' i s c c- s 1 1 y as c: 1 a i me d . 

The Exam.iner further stated that the compositional ingredients of 
the premix proportions are within the range as claimed hy 
App 1 1 cant . 

The Examiner alleged that the amount of liquid to optimize the 
viscosity of the batter which provides best results would have? 
t-een ok-vious tc one having ordinary skill m the art. 

Ar^pl leant m.amr. ams that Yumiko ^"'^4 6 and Franss*:-.! ^43 6 do nc-t 
render C'bvic-us the claimied invention. The claimed invention is 
patentable C'ver Yumiko ':"^46 ^nd Frsnss€;ll '4'-': for at least the 
fed lowing reascns. 

Chaim 1 relat63s tC' a p-remix for a sponge zake , and claim 2 
relates to a method for i:reparing the corresp mdmg spc^nge cake. 
I'crecver, :'um.i-:c 'r^-c, as c-scussed above, rices net relate to 
sp'C-nge zakes, and does not purport to provide techniques which 
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ran be a dap tea Hd c^vercome rhe problems of orecaring sponge 
rakes . 



Frci:-.ssell '1?- relf^res to a dry mix fo'r preparing muffins, m 
which flc^ur is used as a raw material. Example 1 of Franssell 
' 4 - c uses rl i ur as a mam ingredient m an amo)unt of 51.8% hy 
weight. By cc>ntrast , as described before, flour is not used as 
ohe m.am ingredient C'f the cereal powder, accorimg to the 
claimed invention c-f the present ac-pl icat icn . Thus, the 

reconi::ja-r c: 7ra:.ss-l li-:e 1cm:. -:o '-'1-, is patentabl;/ 

distinct frc-m the claimed invention. 

Applicant dc-es not find a teaching C)r suggestion m the cited ar^.. 
of a sponge cake m which starch and pregel at mi zed starch are 
used as the main ingredient of cereal pc-wder and a 
thermocoagulat ic-n pro»tein is used tc- maintain the framework 
structure c-f the sponge cake, thereby making it possible tc» 
achieve the desired effert, as provided by the claimed invention, 
including eliminating a hard texture from a vi scoel as t ic i t\' 
similar tc> a rubber material, being able to expand greatly witli 
light and soft texture and voluminous appearance, and maintaining 
moisture and melting texture c-f a spc-nge cake without a dr\' 
texture even as time passes and the sponge cake cools down after 
it is made . 

Accordingly, Applicant respectfully requests that the Examiner 
rec'jnsider and withdraw the rejection of claim.s 5-15 under 35 

In \'iew 'Of the amendm.ents tC' the claims and remiarks hereinabove. 
Applicant m.amtams that claims 1-16 are nc-w^ m condition for 
allC'Wance. Accordingly, Applicant earnestly sourcits the 

allC'Wance of claim.s 1-16. 
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If a tielephone interview would be of assistance m advancing 
prosecuti:;n of the subject application, Applicant's undersigned 
attorne\'s iro./ite the Examiner tc» telephone therr, at the telephone 
numoer pirc^vided below. 

If a petition for an extensio-n of time is required to make this 
resp'O'nse tim.ely, this f^ap^er shc-uld be considered to t-e such a 
petition, and the Cominissioner is authorized to charge the 
requisite fees tc- our Depjosit A'::count No. 03 --3 12 5. 

Nc) fee is deemed necessary' in cc-nnection with the filing of this 
Amendment. However, if any additional fee- is required, 

aut h-or i zat 1 1 n is hereby given to charge the amount of any such 
fee to E^eposit Account No. 03 -3 125. 

Respect ful 1\' sut-mi 1 1 ed , 



being dep'Dsited this date v;ith the U.3. 
Postal Service vith sufficient postage as 
first class r.ail m an en'.'elcpe addressed 
to: C on^;rr i s s i C' ne r for Patents, P.O. Sox 
14 5 0, Alexandria, 2 2 3 1 3 ■■ 1 4 5 0 . 
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